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Reply to Office Action 



AMENDMENTS TO THE DRA WINGS 



The attached sheets include changes to Figs. 4 and 5. These sheets replace the 
original sheets. Figure 4 has been amended to make clear which bands correspond with 
BRCC2 mRNA and which bands correspond with 0-Actin. Figure 5 has been amended to 
make clear which bands correspond with BRCC2 and which correspond with GADPH 
mRNA. 



Attachment: Replacement Sheet(s) 
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REMARKS/ARGUMENTS 

The Examiner is requested to approve the accompanying replacement drawings. 
These sheets replace the original sheets. Figure 4 has been amended to make clear which 
bands correspond with BRCC2 mRNA and which bands correspond with p-Actin. Figure 5 
has been amended to make clear which bands correspond with BRCC2 and which correspond 
with GADPH mRNA. 

The Present Claims 

The pending claims are direct to a gene encoding BRCC-2 and the therapeutic uses 
thereof. Claims 1, 7-8, 10, 36, 38, and 42 are currently pending in the application. Claims 2- 
6, 9, 1 1-35, 37, 39, 41, 43, and 45-54 have been canceled. Claims 40 and 44 have been 
withdrawn. 

Discussion of the Claim and Drawing Amendments 

Claims 1,10, and 36 have been amended to more clearly recite the invention. Claims 
10 and 36 have also been amended to correct informalities. These amendments are supported 
by the disclosure as originally filed and no new matter has been added by way of these 
amendments. 

The Office Action objects to Figures 4 and 5 as allegedly being labeled unclearly. 
The Examiner states that in Figure 4, it is unclear which bands correspond with BRCC2 and 
which correspond with GADPH mRNA. The Examiner also states that Figure 5 is unclear as 
to which bands correspond with BRCC2 and which correspond with P-Actin. Figure 4, 
however, does not contain any GAPDH bands, and Figure 5 does not contain any P-Actin 
bands. Figure 4 does, however, contain P-Actin bands, and Figure 5 contains GAPDH bands. 
Thus, it is assumed the Examiner reversed the figure numbers and intended to require that 
Figure 4 be clarified regarding the P-Actin bands, and that Figure 5 be clarified regarding the 
GAPDH bands. Accordingly, Figure 4 has been amended to make clear which bands 
correspond with BRCC2 mRNA and which bands correspond with P-Actin. Figure 5 has 
been amended to make clear which bands correspond with BRCC2 and which correspond 
with GADPH mRNA. 
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Summary of the Office Action 

The Office Action objects to claims 6, 10 and 36-37 as allegedly containing 
informalities. The Office Action also objects to the drawings for alleged unclear labeling of 
Figures 4 and 5. The Office Action rejects claims 1-2, 4-8, 10, 36-39 and 42-43 under 35 
U.S.C. § 1 12, as allegedly failing to comply with the enablement requirement. Further, the 
Office Action rejects claims 1, 2, 4-8 and 10 under 35 U.S.C. § 1 12, as allegedly failing to 
comply with the written description requirement. The Office Action also rejects claims 1, 4-7 
and 36-39 under 35 U.S.C. § 102(a) as allegedly anticipated by Birren et al., Homo sapiens 
chromosome 1 1 clone RP1 1-85D24 map 11, 4/22/00 (hereinafter "Birren"). Lastly, the 
Office Action rejects claims 1, 4-8 and 10 under 35 U.S.C. § 103(a) as allegedly obvious over 
Birren et al. 

Response to Rejections under 35 U.S.C. §112 

Claims 1-2, 4-8, 10, 36-39 and 42-43 have been rejected under 35 U.S.C. § 1 12 as 
failing to comply with the enablement requirement and claims 1 , 2, 4-8 and 1 0 have been 
rejected under 35 U.S.C. § 1 12 as failing to comply with the written description requirement. 

Claim 1 has been amended to recite a polynucleotide having the amino acid sequence 
SEQ ID NO:2 and the complement thereof. The specification clearly descirbes such a 
sequence, which demonstrates that the inventor had possession of the invention at the time 
the application was filed. Thus, in light of the claim amendments, the written description 
rejections should be withdrawn. 

The Office Action alleges that the invention is not adequately described in the 
specification in such a way that would enable one of ordinary skill in the art to use the 
invention. However, the specification notes that the polynucloetide can be used to produce 
the BRCC2 protein which can be used as a therapuetic agent or to generate antibodies (e.g., 
page 20, paragraphs [0077], [0112]). Thus, given the high level of skill in the art, Applicants 
have adequately demonstrated uses of the inventive polynucleotides. Therefore, the 
enablement rejection is improper and should be withdrawn. 
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Discussion of the Section 102 Rejection 

Claims 1,4-7, and 36-39 have been rejected under 35 U.S.C. § 102(a) as being 
anticipated by Birren. Birren discloses a polynucleotide sequence which encodes amino 
acids 1-108 of SEQ ID NO:2, with the exception of amino acid 12. As pointed out by the 
Examiner, Birren does not disclose the specific sequence recited in the claims as amended. 
Accordingly, the anticipation rejections are improper and should be withdrawn. 



Discussion of the Section 103 Rejection 

Claims 1,4-8, and 10 have been rejected under 35 U.S.C. § 103(a) as being allegedly 
obvious over Birren. Birren discloses a polynucleotide sequence which encodes amino acids 
1-108 of SEQ ID NO:2, with the exception of amino acid 12. Birren encodes an isoleucine, 
whereas SEQ ID NO:2 encodes a valine. Birren provides no hint or suggestion to one of 
ordinary skill in the art to modify amino acid 12, as opposed to any of the other 107 amino 
acids, nor does it provide any motivation to substitute valine for isoleucine, rather than 
another amino acid. Although isoleucine and valine are both hydrophobic amino acids, a 
single substitution of one for the other can have a substantial impact on protein function (see, 
e.g., Wang et al., Journal of Virology, 70(1), 607-61 1 (1995), where an isoleucine for valine 
substitution resulted in an altered phenotype of human immunodeficiency virus type I). 
Indeed, there is no indication in Birren which suggests that such a modification would result 
in a peptide which would have a function similar to that of SEQ ID NO:2. Therefore, the 
invention defined by the pending claims cannot properly be considered prima facie obvious 
over Birren. The obviousness rejections are improper and should be withdrawn. 
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Conclusion 



Applicants respectfully submit that the patent application is in condition for 
allowance. If, in the opinion of the Examiner, a telephone conference would expedite the 
prosecution of the subject application, the Examiner is invited to call the undersigned 
attorney. 




Date: December 22, 2005 



M. Daniel HeIner7^gJ/No. 41,826 
LEYDIG, VOIT & MAYER, LTD 
Two Prudential Plaza, Suite 4900 
180 North Stetson Avefnue 
Chicago, Illinois 60601-6780 
(312) 616-5600 (telephone) 
(312)616-5700 (facsimile) 



Amendment or ROA - Regular (Revised 2005 1 1 04) 
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